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DETAILED ACTION 



Application and Claims Status 

1. Applicant's amendment filed 01/13/2005 is acknowledged and entered. Claim 83 has 
been canceled. Claims 38, and 75 have been amended. Claim 89 has been added. 

2. Claim 38 was amended and Claims 83-88 were added by the amendment filed on 
12/04/2003. 

3. Claims 1-37, 39, 44-46, and 59-74 were canceled, Claims 38, 48, and 53-54 were 
amended, and Claims 75-82 were added by the amendment filed on 07/08/2003. 

4. Claims 38, 40-43, 47-58, 75-82, and 84-89 are pending. 



Election/Restrictions 



5. 



Applicant has elected the following species for the elected invention (Claims 38, 40-43, 



47-58, 75-82, and 84-89) in the reply filed on 05/20/2004: 



a. 



A single specific species of active material. Applicant hereby elects formyl 



polystyrene. 



6. 



Claims 38, 40-43, 47-58, 75-82, and 84-89 are treated on the merit in this Office Action. 
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Priority 

7. This application is a 371 of PCT/GB99/03406 filed 10/14/1999, which claims priority to 
a foreign application United Kingdom 9822436.3 filed 10/14/1998. 

8. Claims 38, 40-43, 47-58, 75-82, and 84-89 are treated on the merit in this Office Action. 

Withdrawn Objection(s) and /or Rejection(s) 

9. The objection of claim 83 has been withdrawn in light of applicant's cancellation of 
claim 83. 

10. The rejection of claims 38, 40-43, 47-58, and 75-88 under 35 USC 1 12, second 
paragraph, as being indefinite has been withdrawn in light of applicant's amendments of claims 
38 and 75. 

Maintained Rejection(s) 
Claim Rejections - 35 USC §102 

11. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

12. Claims 38, 47-48, 51-54, 56, 58, 75-76, 78, and 81-82 are rejected under 35 
U.S.C. 102(a) as being anticipated by Sucholeiki et al. (US Patent 5,834,121). 

Sucholeiki et al. discloses a composite magnetic bead (porous device) and using the 
composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30-42). The composite 



I 

i 
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magnetic bead comprises a matrix (internal region) throughout which are distributed primary 
beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix comprising of a 
thermoplastic polymer resin that is microporous, and which is capable of swelling or expanding 
in organic solvent, wherein the primary beads are randomly distributed throughout the matrix 
(refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the primary bead, which is 
interpreted as "held in position by a physical weld" (col. 2, lines 66-67). The composite bead is 
essentially spherical in shape and has an uneven, undulating surface (col. 2, lines 43-51). The 
bead would provides a support system which retains its magnetic properties, has a high loading 
capacity, and maintains availability of reaction sites, even though it swells and contracts 
depending upon the solvent and temperature conditions to which it is exposed (col. 2, lines 23- 
42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm 3 ) (refers to claim 78). 
Sucholeiki et al. also disclose using these beads as support for chemical synthesis wherein the 
first reagent is affixed to a magnetizable bead (col. 1, line 49 to col. 2, line 11; col. 2, lines 40- 
42). Thus the method of Sucholeiki et al. anticipates the presently claimed invention. 

Claim Rejections - 35 USC § 103 
13. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



14. Claims 38, 40-43, 47-58, 75-82, 84, and 86-88 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Dower et al. (US Patent 5,770,358) and Sucholeiki et al. (US Patent 
5,834,121). It is noted that claim 83 is cancelled by the amendment filed 01/13/2005. 
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Dower et al. disclose a method for synthesizing synthetic oligomer (Abstract; col. 4, lines 
66-67). The method comprise of a single oligomer sequence (first reagent) being bound to a 
solid support (active material) by means of a linker (col. 8, lines 48-67 to col. 9, lines 1-14). The 
solid support comprise of materials such as colloidal metal particles or cross-linked polystyrene 
(resin) (col. 11, lines 31-45). The method also includes the step of cleaving the compound from 
the support (col. 12, lines 26-28) (refers to claim 43). 

The method of Dower et al. does not expressly disclose that the solid support (active 
material) is entrapped within a porous support and the porous support is a thermoplastic inert 
material. 

Sucholeiki et al. discloses a composite magnetic bead (porous device) and using the 
composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30-42). The composite 
magnetic bead comprises a matrix (internal region) throughout which are distributed primary 
beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix comprising of a 
thermoplastic polymer resin that is microporous, and which is capable of swelling or expanding 
in organic solvent, wherein the primary beads are randomly distributed throughout the matrix 
(refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the primary bead, which is 
interpreted as "held in position by a physical weld' (col. 2, lines 66-67). The composite bead is 
essentially spherical in shape and has an uneven, undulating surface (col. 2, lines 43-51). The 
bead would provides a support system which retains its magnetic properties, has a high loading 
capacity, and maintains availability of reaction sites, even though it swells and contracts 
depending upon the solvent and temperature conditions to which it is exposed (col. 2, lines 23- 
42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm 3 ) (refers to claim 78). 
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Sucholeiki et al. also disclose using these beads as support for chemical synthesis wherein the 
first reagent is affixed to a magnetizable bead (col. 1, line 49 to col. 2, line 11; col. 2, lines 40- 
42). Additionally with regard to claims 80, and 86-87, the limitation of the weight percent of 
material comprising the porous device would be a choice of experimental design and is 
considered within the purview of the cited prior art. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include the solid support (active material) is entrapped within a porous 
support and the porous support is a thermoplastic inert material as taught by Sucholeiki et al. in 
the method of Dower et al. One of ordinary skill in the art would have been motivated to include 
the solid support (active material) is entrapped within a porous support and the porous support is 
a thermoplastic inert material in the method of Dower et al. for the advantage of providing a 
support system that has a high loading capacity and maintains availability of reaction sites for 
chemical synthesis where rapid separation of products from reactants in solution is desired 
(Sucholeiki: col. 2, lines 23-42). Furthermore, one of ordinary skill in the art would have 
reasonably expectation of success in the combination of Dower et al. and Sucholeiki et al. since 
both Dower et al. and Sucholeiki et al. disclose the method of solid phase synthesis wherein the 
first reagent is attached to a bead such as the colloidal metal particles of Dower et al. and the 
magnetizable bead of Sucholeiki et al. (Dower: col. 8, lines 48-67 to col. 9, lines 1-14; 
Sucholeiki: col. 1, line 49 to col. 2, line 11; col. 2, lines 40-42; col. 3, lines 49-59). Thus there is 
a reasonably expectation of success in the combination of Dower et al. and Sucholeiki et al. 
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15. Claim 85 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dower et al. (US 
Patent 5,770,358) and Sucholeiki et al. (US Patent 5,834,121) as applied to claims 38, 40-43, 47- 
58, 75-82, 84, and 86-88 above, and further in view of Hu et al. (US Patent 6,147,159). It is 
noted that claim 83 is cancelled by the amendment filed 01/13/2005. 

Dower et al disclose a method for synthesizing synthetic oligomer (Abstract; col. 4, lines 
66-67). The method comprise of a single oligomer sequence (first reagent) being bound to a 
solid support (active material) by means of a linker (col. 8, lines 48-67 to col. 9, lines 1-14). The 
solid support comprise of materials such as colloidal metal particles or cross-linked polystyrene 
(resin) (col. 11, lines 31-45). The method also includes the step of cleaving the compound from 
the support (col. 12, lines 26-28) (refers to claim 43). 

Sucholeiki et al. discloses a composite magnetic bead (porous device) and using the 
composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30-42). The composite 
magnetic bead comprises a matrix (internal region) throughout which are distributed primary 
beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix comprising of a 
thermoplastic polymer resin that is microporous, and which is capable of swelling or expanding 
in organic solvent, wherein the primary beads are randomly distributed throughout the matrix 
(refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the primary bead, which is 
interpreted as "held in position by a physical weld" (col. 2, lines 66-67). The composite bead is 
essentially spherical in shape and has an uneven, undulating surface (col. 2, lines 43-51). The 
bead would provides a support system which retains its magnetic properties, has a high loading 
capacity, and maintains availability of reaction sites, even though it swells and contracts 
depending upon the solvent and temperature conditions to which it is exposed (col. 2, lines 23- 
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42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm 3 ) (refers to claim 78). 
Sucholeiki et al. also disclose using these beads as support for chemical synthesis wherein the 
first reagent is affixed to a magnetizable bead (col. 1, line 49 to col. 2, line 11; col. 2, lines 40- 
42). Additionally with regard to claims 80, and, 86-87, the limitation of the weight percent of 

i 

material comprising the porous device would be a choice of experimental design and is 
considered within the purview of the cited prior art. 

The method combination of Dower et al. and Sucholeiki et al. disclose the method of 
synthesis wherein the method step comprises attaching a first reagent to a bead and the bead is 
entrapped in a matrix as discussed in the rejection under 35 USC 103(a) as being unpatentable 
over Dower et al. (US Patent 5,770,358) and Sucholeiki et al. (US Patent 5,834,121) for claims 
38, 40-43, 47-58, 75-84, and 86-88. However, the method combination of Dower et al. and 
Sucholeiki et al. do not expressly disclose the bead that comprises of formyl polystyrene. 

Hu et al. discloses a modified solid support for use in solid phase synthesis (Abstract; col. 
2, lines 66-67). The solid support comprises materials such as organic polymer resins that 
include functionalized polystyrenes such as formyl polystyrene (col. 12, lines 60-67; col. 13, 
lines 39-49). Hu et al. discloses several methods for attaching substituents onto the solid support 
(col. 4, lines 42-52). The method comprises the steps of taking the solid support with an alkene 
(linker) and reacting it with a silane (first reagent) to form a bond. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include the bead that comprises of formyl polystyrene as taught by Hu et 
al. in the method combination of Dower et al. and Sucholeiki et al. One of ordinary skill in the 
art would have been motivated to include the bead that comprises of formyl polystyrene in the 
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method combination of Dower et al. and Sucholeiki et al. since the type of bead would be a 
choice of experimental design and is considered within the purview of the cited prior art. 
Furthermore, one of ordinary skill in the art would have reasonably expectation of success in the 
combination of Dower et al, Sucholeiki et al., and Hu et al. because Dower et al., Sucholeiki et 
al. and Hu et al. disclose the method of solid phase synthesis wherein the first reagent is attached 
to a bead (Dower: col. 8, lines 48-67 to col. 9, lines 1-14; Sucholeiki: col. 1, line 49 to col. 2, line 
11; col 2, lines 40-42; col. 3, lines 49-59; Hu: col. 4, lines 42-52). Thus there is a reasonably 
expectation of success in the combination of Dower et al., Sucholeiki et al. and Hu et al. 

16. Claims 38, 40-43, 47-58, 75-82, 84, and 86-88 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US Patent 
5,834,121). It is noted that claim 83 is cancelled by the amendment filed 01/13/2005. 

Sucholeiki et al. (US Patent 5,684,130) the method of synthesis of a defined chemical 
entity, i.e., any desired chemical compound using a solid resin support on which the synthesis 
occurs (Abstract; col. 1, lines 5-12; col. 4, lines 10-15 and 28-31). The solid support includes 
polymer resin and magnetic bead (col. 5, lines 7-37). The method of synthesis comprises a 
sequence of steps that would produce the desired chemical entity in its final form (col. 6, lines 
36-58). The sequence of steps includes the step of coupling the first reagent to the solid support. 
Additionally, the step includes derivatizing the support with functional groups (linker) (refers to 
claim 42). Additionally, the method includes the step of cleaving the chemical entity from the 
support (col. 6, lines 52-56) (refers to claim 43). 
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The method of Sucholeiki et al. (US Patent 5,684,130) does not expressly disclose that 
the solid support (active material) is entrapped within a porous support and the porous support is 
a thermoplastic inert material. 

Sucholeiki et al. (US Patent 5,834,121) discloses a composite magnetic bead (porous 
device) and using the composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30- 
42). The composite magnetic bead comprises a matrix (internal region) throughout which are 
distributed primary beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix 
comprising of a thermoplastic polymer resin that is microporous, and which is capable of 
swelling or expanding in organic solvent, wherein the primary beads are randomly distributed 
throughout the matrix (refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the 
primary bead, which is interpreted as ''held in position by a physical welcF (col. 2, lines 66-67). 
The composite bead is essentially spherical in shape and has an uneven, undulating surface (col. 
2, lines 43-5 1). The bead would provides a support system which retains its magnetic properties, 
has a high loading capacity, and maintains availability of reaction sites, even though it swells and 
contracts depending upon the solvent and temperature conditions to which it is exposed (col. 2, 
lines 23-42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm 3 ) (refers to 
claim 78). Sucholeiki et al. also disclose using these beads as support for chemical synthesis 
wherein the first reagent is affixed to a magnetizable bead (col 1, line 49 to col. 2, line 1 1 ; col. 2, 
lines 40-42). Additionally with regard to claims 80, and 86-87, the limitation of the weight 
percent of material comprising the porous device would be a choice of experimental design and 
is considered within the purview of the cited prior art. 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include the solid support (active material) is entrapped within a porous 
support and the porous support is a thermoplastic inert material as taught by Sucholeiki et al. (US 
Patent 5,834,121) in the method of Sucholeiki et al. (US Patent 5,684,130). One of ordinary skill 
in the art would have been motivated to include the solid support (active material) is entrapped 
within a porous support and the porous support is a thermoplastic inert material in the method of 
Sucholeiki et al. (US Patent 5,684,130) for the advantage of providing a support system that has 
a high loading capacity and maintains availability of reaction sites for chemical synthesis where 
rapid separation of products from reactants in solution is desired (Sucholeiki: col. 2, lines 23-42). 
Furthermore, one of ordinary skill in the art would have reasonably expectation of success in the 
combination of Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US Patent 
5,834,121) because Sucholeiki et al. (US Patent 5,834,121) incorporated the method of 
Sucholeiki et al. (US Patent 5,684,130) by reference (col. 1, lines 49-52). 

New Rejection(s) - Necessitated by Amendment 
Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

18. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to pointout 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

19. Claim 89 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dower et al. (US 
Patent 5,770,358) and Sucholeiki et al. (US Patent 5,834,121). 

Dower et al. disclose a method for synthesizing synthetic oligomer (Abstract; col. 4, lines 
66-67). The method comprise of a single oligomer sequence (first reagent) being bound to a 
solid support (active material) by means of a linker (col. 8, lines 48-67 to col. 9, lines 1-14). The 
solid support comprise of materials such as colloidal metal particles or cross-linked polystyrene 
(resin) (col. 11, lines 31-45). The method also includes the step of cleaving the compound from 
the support (col. 12, lines 26-28). 

The method of Dower et al. does not expressly disclose that the solid support (active 
material) is entrapped within a porous support and the porous support is a thermoplastic inert 
material. 

Sucholeiki et al. discloses a composite magnetic bead (porous device) and using the 
composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30-42). The composite 
magnetic bead comprises a matrix (internal region) throughout which are distributed primary 
beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix comprising of a 
thermoplastic polymer resin that is microporous, and which is capable of swelling or expanding 
in organic solvent, wherein the primary beads are randomly distributed throughout the matrix 
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(refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the primary bead, which is 
interpreted as "held in position by a physical weld" (col. 2, lines 66-67). The composite bead is 
essentially spherical in shape and has an uneven, undulating surface (col. 2, lines 43-51). The 
bead would provides a support system which retains its magnetic properties, has a high loading 
capacity, and maintains availability of reaction sites, even though it swells and contracts 
depending upon the solvent and temperature conditions to which it is exposed (col. 2, lines 23- 
42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm 3 ) (refers to claim 78). 
Sucholeiki et al. also disclose using these beads as support for chemical synthesis wherein the 
first reagent is affixed to a magnetizable bead (col. 1, line 49 to col. 2, line 11; col. 2, lines 40- 
42). Additionally with regard to claims 80, and 86-87, the limitation of the weight percent of 
material comprising the porous device would be a choice of experimental design and is 
considered within the purview of the cited prior art. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include the solid support (active material) is entrapped within a porous 
support and the porous support is a thermoplastic inert material as taught by Sucholeiki et al. in 
the method of Dower et al. One of ordinary skill in the art would have been motivated to include 
the solid support (active material) is entrapped within a porous support and the porous support is 
a thermoplastic inert material in the method of Dower et al. for the advantage of providing a 
support system that has a high loading capacity and maintains availability of reaction sites for 
chemical synthesis where rapid separation of products from reactants in solution is desired 
(Sucholeiki: col. 2, lines 23-42). Furthermore, one of ordinary skill in the art would have 
reasonably expectation of success in the combination of Dower et al. and Sucholeiki et al. since 
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both Dower et al. and Sucholeiki et al. disclose the method of solid phase synthesis wherein the 
first reagent is attached to a bead such as the colloidal metal particles of Dower et al. and the 
magnetizable bead of Sucholeiki et al. (Dower: col. 8 5 lines 48-67 to col. 9, lines 1-14; 
Sucholeiki: col. 1, line 49 to col. 2, line 11; col. 2, lines 40-42; col. 3, lines 49-59). Thus there is 
a reasonably expectation of success in the combination of Dower et al. and Sucholeiki et al. 

20. Claim 89 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sucholeiki et al. 
(US Patent 5,684,130) and Sucholeiki et al. (US Patent 5,834,121). 

Sucholeiki et al. (US Patent 5,684,130) the method of synthesis of a defined chemical 
entity, i.e., any desired chemical compound using a solid resin support on which the synthesis 
occurs (Abstract; col. 1, lines 5-12; col. 4, lines 10-15 and 28-31). The solid support includes 
polymer resin and magnetic bead (col. 5, lines 7-37). The method of synthesis comprises a 
sequence of steps that would produce the desired chemical entity in its final form (col. 6, lines 
36-58). The sequence of steps includes the step of coupling the first reagent to the solid support. 
Additionally, the step includes derivatizing the support with functional groups (linker) (refers to 
claim 42). Additionally, the method includes the step of cleaving the chemical entity from the 
support (col. 6, lines 52-56) (refers to claim 43). 

The method of Sucholeiki et al. (US Patent 5,684,130) does not expressly disclose that 
the solid support (active material) is entrapped within a porous support and the porous support is 
a thermoplastic inert material. 

Sucholeiki et al. (US Patent 5,834,121) discloses a composite magnetic bead (porous 
device) and using the composite magnetic bead for organic synthesis (Abstract; col. 2, lines 30- 
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42). The composite magnetic bead comprises a matrix (internal region) throughout which are 
distributed primary beads (active material/resin) (col. 2, lines 43-51). The mesh or matrix 
comprising of a thermoplastic polymer resin that is microporous, and which is capable of 
swelling or expanding in organic solvent, wherein the primary beads are randomly distributed 
throughout the matrix (refers to claims 47, 51, 53-54, and 81-82). The matrix encapsulated the 
primary bead, which is interpreted as "held in position by a physical welcF (col. 2, lines 66-67). 
The composite bead is essentially spherical in shape and has an uneven, undulating surface (col. 
2, lines 43-51). The bead would provides a support system which retains its magnetic properties, 
has a high loading capacity, and maintains availability of reaction sites, even though it swells and 
contracts depending upon the solvent and temperature conditions to which it is exposed (col. 2, 
lines 23-42). The volume of the composite magnetic bead is 0.7 ml (i.e. 700 mm ) (refers to 
claim 78). Sucholeiki et al. also disclose using these beads as support for chemical synthesis 
wherein the first reagent is affixed to a magnetizable bead (col. 1, line 49 to col. 2, line 11; col. 2, 
lines 40-42). Additionally with regard to claims 80, and 86-87, the limitation of the weight 
percent of material comprising the porous device would be a choice of experimental design and 
is considered within the purview of the cited prior art. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include the solid support (active material) is entrapped within a porous 
support and the porous support is a thermoplastic inert material as taught by Sucholeiki et al. (US 
Patent 5,834,121) in the method of Sucholeiki et al. (US Patent 5,684,130). One of ordinary skill 
in the art would have been motivated to include the solid support (active material) is entrapped 
within a porous support and the porous support is a thermoplastic inert material in the method of 
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Sucholeiki et al. (US Patent 5,684,130) for the advantage of providing a support system that has 
a high loading capacity and maintains availability of reaction sites for chemical synthesis where 
rapid separation of products from reactants in solution is desired (Sucholeiki: col. 2, lines 23-42). 
Furthermore, one of ordinary skill in the art would have reasonably expectation of success in the 
combination of Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US Patent 
5,834,121) because Sucholeiki et al. (US Patent 5,834,121) incorporated the method of 
Sucholeiki et al. (US Patent 5,684,130) by reference (col. 1, lines 49-52). 

Response to Arguments 
21. Applicant's arguments directed to the rejection under 35 USC 102(a) as being anticipated 
by Sucholeiki et al. (US Patent 5,834,121) for claims 38, 47-48, 51-54, 56, 58, 75-76, 78, and 81- 
82 were considered but they are not persuasive for the following reasons. 

Applicant contends that the method of Sucholeiki et al. does not anticipates the presently 
claimed invention because 1) '''Sucholeiki incorporates t-he primary beads into a mesh/matrix by 
forming covalent bonds between the primary beads and monomers which are reacted to form the 
mesh/matrix materiaV\ 2) "the process of Sucholeiki does not involve formation of a physical 
weld by sintering as defined, for example, in claims 38 and 75", and 3) "Sucholeiki does not 
disclose a method of synthesis of a compound on particles of an active material - it only 
discloses reaction of a matrix material which is not particulate". Therefore, the method of 
Sucholeiki et al. does not anticipate the presently claimed method. 

Applicant's arguments are not convincing since the method of Sucholeiki et al. does 
anticipate the presently claimed invention. 
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First, the method of Sucholeiki et al. does not expressly disclose that "covalent bonds" is 
formed between the primary beads and the monomers of the mesh/matrix. Sucholeiki et al. 
disclose that, "The rigid polymer coat enclosing the metal oxide must be of a thickness, density, 
and composition such that it retains the metal oxide therein during and after the polymerization 
resulting in the final composite bead'' (see col. 5, lines 6-10). That is the mesh/matrix 'retain' 
the primary beads during and after the polymerization process of the mesh/matrix that produce 
the final composite bead, and the mode of retaining the primary beads would encompasses both 
covalent and non-covalent bonding. Thus, Sucholeiki et al. does not expressly disclose that 
"covalent bonds" is formed between the primary beads and the monomers of the mesh/matrix. 

Second, The method of Sucholeiki et al. does teach the formation of a physical weld 
(internal region) by sintering as defined in the claims 38 and 75. Sucholeiki et al. disclose that 
the polymer matrix (internal region) would use other means of polymerization such as UV 
irradiation, i.e. uniting the monomers by heat. Thus, Sucholeiki et al. does teach the formation of 
a physical weld (internal region) by sintering as defined in the claims 38 and 75. 

Third, Sucholeiki et al. does disclose the method of attaching a compound (first reagent) 
to an active material. Sucholeiki et al. also disclose using these beads as support for chemical 
synthesis wherein the first reagent is affixed to a magnetizable bead, wherein the first reagent is 
functional group such as amine group (col. 1, line 49 to col. 2, line 11; col. 2, lines 40-42; col. 6, 
lines 54-59). Thus, Sucholeiki et al. does disclose the method of attaching a compound (first 
reagent) to an active material. 

Therefore, the method of Sucholeiki et al. does anticipate the presently claimed 
invention, and the rejection is maintained. 
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22. Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Dower et al. (US Patent 5,770,358) and Sucholeiki et al. (US Patent 
5,834,121) for claims 38, 40-43, 47-58, 75-82, 84, and 86-88 were considered but they are not 
persuasive for the following reasons. It is noted that claim 83 is cancelled by the amendment 
filed 01/13/2005. 

Applicant argues that the method combination of Dower et al. and Sucholeiki et al. is not 
obvious over the presently claimed invention because there is no motivation to combine the 
methods of Dower et al. and Sucholeiki et al. to produce the presently claimed method. 
Therefore, the method combination of Dower et al. and Sucholeiki et al. is not obvious over the 
presently claimed method. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 
USPQ2d 1596 (Fed. Cir. 1988) and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the motivation to combine the teaching of Dower et al. and Sucholeiki et al. 
is found in the reference of Sucholeiki et al., i.e. for the advantage of providing a support system 
that has a high loading capacity and maintains availability of reaction sites for chemical synthesis 
where rapid separation of products from reactants in solution is desired (Sucholeiki: col. 2, lines 
23-42). Thus, there is a motivation to combine the methods of Dower et al. and Sucholeiki et al. 
to produce the presently claimed method. Additionally, the method of Sucholeiki et al. 
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anticipates the claimed method of claim 38 and 75 as discussed above in paragraph 21. 
Therefore, the method combination of Dower et al. and Sucholeiki et al. is obvious over the 
presently claimed invention, and the rejection is maintained. 

i 

23. Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Dower et al. (US Patent 5,770,358) and Sucholeiki et al. (US Patent 
5,834,121) as applied to claims 38, 40-43, 47-58, 75-82, 84, and 86-88 above, and further in 
view of Hu et al. (US Patent 6,147,159) for claim 85 were considered but they are not persuasive 
for the following reasons. It is noted that claim 83 is cancelled by the amendment filed 
01/13/2005. 

Applicant contends that the method combination of Dower et al., Sucholeiki et al., and 
Hu et al. is not obvious over the presently claimed invention because there is no motivation to 
combine the methods of Dower et al., Sucholeiki et al., and Hu et al. to produce the presently 
claimed method. Therefore, the method combination of Dower et al., Sucholeiki et al., and Hu et 
al. is not obvious over the presently claimed method. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the motivation to combine the teaching of Dower et al., Sucholeiki et al., and 
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Hu et al. is found in the reference of Sucholeiki et al., i.e. for the advantage of providing a 
support system that has a high loading capacity and maintains availability of reaction sites for 
chemical synthesis where rapid separation of products from reactants in solution is desired 
(Sucholeiki: col. 2, lines 23-42). Thus, there is a motivation to combine the methods of Dower et 
al., Sucholeiki et al., and Hu et al. to produce the presently claimed method. Furthermore, the 
teaching of Dower et al., Sucholeiki et al., and Hu et al. all use crosslinked polystyrene as the 
support material, i.e. analogous art, (Dower: col. 11, lines 36-39; Sucholeiki: col. 5, lines 17-21; 
Hu: col. 13, lines 39-49). Additionally, the method of Sucholeiki et al. anticipates the claimed 
method of claim 38 and 75 as discussed above in paragraph 21. Therefore, the method 
combination of Dower et al., Sucholeiki et al., and Hu et al. is obvious over the presently claimed 
invention, and the rejection is maintained. 

24. Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US Patent 
5,834,121) for claims 38, 40-43, 47-58, 75-82, 84, and 86-88 were considered but they are not 
persuasive for the following reasons. It is noted that claim 83 is cancelled by the amendment 
filed 01/13/2005 

Applicant alleges that the method combination of Sucholeiki et al. (US Patent 5,684,130) 
and Sucholeiki et al. (US Patent 5,834,121) is not obvious over the presently claimed invention 
because there is no motivation to combine the methods of Sucholeiki et al. (US Patent 5,684,130) 
and Sucholeiki et al. (US Patent 5,834,121) to produce the presently claimed method. Therefore, 
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the method combination of Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US 
Patent 5,834,121) is not obvious over the presently claimed method. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) mdln re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the motivation to combine the teaching of Sucholeiki et al. (US Patent 
5,684,130) and Sucholeiki et al. (US Patent 5,834,121) is found in the reference of Sucholeiki et 
al. (US Patent 5,834,121), i.e. for the advantage of providing a support system that has a high 
loading capacity and maintains availability of reaction sites for chemical synthesis where rapid 
separation of products from reactants in solution is desired (Sucholeiki: col. 2, lines 23-42). 
Thus, there is a motivation to combine the methods of Sucholeiki et al. (US Patent 5,684,130) 
and Sucholeiki et al. (US Patent 5,834,121) to produce the presently claimed method. 
Additionally, the method of Sucholeiki et al. (US Patent 5,834,121) anticipates the claimed 
method of claim 38 and 75 as discussed above in paragraph 21 . Therefore, the method 
combination of Sucholeiki et al. (US Patent 5,684,130) and Sucholeiki et al. (US Patent 
5,834,121) is obvious over the presently claimed invention, and the rejection is maintained, is 
obvious over the presently claimed invention, and the rejection is maintained. 



Conclusion 
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25. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to My-Chau T. Tran whose telephone number is 571-272-0810. 
The examiner can normally be reached on Monday: 8:00-2:30; Tuesday- Thursday: 7:30-5:00; 
Friday: 8:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang can be reached on 571-272-081 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 
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